Remarks 

Claims 1, 4 and 5 were pending. 

Claims 1, 4 and 5 are as previously presented. 

Claim 12 is withdrawn. 

Claims 16 and 17 are new. 

The application now contains claims 1, 4, 5, 16 and 17 and withdrawn claim 12. 
Support for new claims 16 and 17 is found in claim 1. 
No new matter is added. 
Claim Rejections 

Claims 1, 4 and 5 are rejected under 35 USC 103(a) as being obvious over Zambounis et. al., 
US 5,840,449 in view of Schaedeli et.al., US 6,280,51 1 further in view of Persello, et.al., US 
5,127,952. 

Applicants respectfully traverse the rejections. 

Applicants and the Examiner disagree on one significant feature of Zambounis. 

Zambounis discloses a process for preparing a composition comprising a substrate and a 
latent pigment. Applicants respectfully maintain, as stated previously, that the composition of 
Zambounis is not the material produced in the instant invention as the "carrier particles" of the instant 
invention are not recognizable as the "substrate" Zambounis. 

Applicants respectfully submit that Zambounis is not coating particles. Rather, Zambounis 
coats a surface of a substrate large enough to, for example, selectively inscribe color patterns by ; 
irradiating with a laser, Zambounis, column 17 line 47 through the end of column 18, for example, 
"panels, films, tubes, fibers, woven fabrics, bottles, laminates or wafers" column 15 lines 63-65. 
Applicants also note that all the Examples of Zambounis are exclusively related to relatively "large" 
substrates, as either 38x26x1 mm glass support (Examples 1 to 5 and 7 to 1 1), or 50x75x2 mm 
polycarbonate sheet (Example 6). 
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Further, Zambounis describes processing steps useful in coating a larger surface, i.e., 
"dipping, spraying, printing, curtain coating knife coating or spin coating", column 17, lines 25-26. 
However, the processing step missing from Zambounis is dispersing the substrate in a solution ( i.e., 
the process of the instant invention). This is the processing step that would be extremely difficult with 
a substrate of any significant size. Applicants therefore respectfully contend that Zambounis neither 
suggests the preparation of a coated particle nor teaches a coated material that could function as a 
pigment. 

The Examiner holds that the substrate of Zambounis can be "in any kind of form". 



Nonetheless, the Examiner and Applicants do agree, as stated in the in the present Action, 
that Zambounis is silent as to the technique of instant claim 1, i.e., "a) dispersing carrier particles in a 
solution of a latent pigment, adding the carrier particles to a solution of a latent pigment, or adding a 
latent pigment to a dispersion of the carrier particles." 

To overcome this deficiency of Zambounis, Schaedeli is cited as disclosing a process wherein 
latent pigments are deposited "onto or into regularly shaped organic polymer beads". Actually, this 
statement is in error. The process of Schaedeli does not deposit latent pigments "onto organic ^ 
polymer beads". Schaedeli explicitly discloses the incorporation of latent pigments within polymer 
beads and not the deposition thereon. 

Applicants hasten to explain that this is not an insignificant point nor is it Applicants intent to be 
overly pedantic or to waste time arguing a minor difference in interpretation. Rather, Applicants 
believe that what Schaedeli teaches is actually quite different from the instant invention. 

The Action cites column 28, lines 10-14 of Schaedeli regarding the deposition of latent 
pigments onto polymer beads. However, the passage reads: 

"When the microbeads have been contacted for a sufficient time with the solution comprising the one 
or more pigment precursors and the optional further compounds, the pigment precursors and the 
optional further compounds are precipitated from the solution absorbed inside of the microbeads;" 
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Column 28 continues: 

"The precipitation can be carried out, for instance, by adding a liquid to the microbeads, which can 
penetrate the swollen microbeads due to intermixing with the former carrier solvent without 
dissolving them and which renders the one or more than one compound dissolved in the solution 
which is absorbed inside of the microbeads substantially insoluble in the mixture of the solvent 
and the liquid formed inside of the microbeads by penetration of said liquid, and contacting the 
microbeads with said liquid for at least the time period which is necessary for the liquid to fully 

penetrate the interior of the microbeads This method has the advantage that pigment 

precursors and other compounds are generally precipitated very fast within the microbeads and in 
the form of particles of a very small size and in a very fine and uniform distribution." 

That is, the solution containing the latent pigments penetrates the polymer bead. The latent 
pigment does not reside, not is it precipitated, on the surface. The following line of Schaedeli state 
"The microbeads are preferably separated from non-absorbed solvent before the above precipitation 
is carried out." 

The entire disclosure of Schaedeli makes clear that the polymer beads are "uniformly filled 
throughout there entire mass with organic pigment", column 2. lines 10-13. 

Column 27, lines 26-29: 

Suitable solvents for preparing the solution of pigment precursors used for this process must not 
dissolve the polymeric material of the microbeads but must be able to penetrate it and to let it swell. 

Column 27 line 47 through column 28 line 9: 

The suitable concentration of a certain component ... depends for instance on the concentration in 
which the said component shall be incorporated into the microbeads and on the quantity of said 
solution which can penetrate the microbeads during the contact time. The greater, in general, the 
concentration of a certain component in the solution and the greater the quantity of solution absorbed 
by the microbeads during the contact time are, the greater the concentration of the microbeads in said 
component will be after the solvent has been removed again from the microbeads .... a solution of a 
certain concentration can, of course, be used to incorporate a greater concentration of the precursor 
into the microbeads than is dissolved in the solution itself if the polymeric material of the microbeads 
can absorb and is allowed to absorb more than its own weight of the solvent. 
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The time period over which the microbeads must be contacted with the solution corresponds to 

the time which the solution needs for fully penetrating the microbeads. In general, a contact time of 1 
minute to five hours is sufficient for soaking microbeads of a diameter up to 1000 microns. 

Claim 1 of Schaedeli also refers to a bead comprising a "pigment precursor or mixture of 
precursors throughout distributed therein". 

If-V 
, v-- •■ 1 

Applicants therefore respectfully submit that it is clear that Schaedeli discloses a polymer bead 
wherein a latent pigment is absorbed or incorporated therein which is then converted to a polymer 
bead which has a pigment dispersed throughout as opposed to a polymer bead with a pigment 
dispersed thereon. 

Applicants respectfully maintain that this is an important distinction. The instant invention 
provides a method for preparing a pigment coated particle. There is no teaching in Scaedeli that 
would lead one to expect that treating an inorganic particle or organic pigment in a manner that 
causes the swelling and impregnation of an organic polymer would result in effectively coating the 
inorganic particle or organic pigment. As stated in the instant specification, page 2, lines 14-19, the 
instant method is intended to overcomes problems of other pigment coated particles, including low 
pigment-substrate affinity and light-fastness. 

Applicants therefore respectfully submit that while Schaedeli provides an effective method for 
impregnating polymer beads, it does not relate to the instant process for coating particles. Schaedeli 
therefore does not overcome the identified process deficiency of Zambounis. 

While Persello speaks to the value of pigment or dye coated particles, it also does not 
overcome the process deficiency of Zambounis. Persello teaches a particle which is coated by a dye 
and an oxide layer. The dye is typically incorporated within the oxide layer by a process of co- 
precipitation, column 2, lines 13-20. The oxide layer is there to a) overcome compatibility issues 
between the dye and substrate and b) protect the dye, column 2 line 63 through column 3 line 2: 
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"Moreover, as the dyes can be partly incorporated within the deposited oxide mass, the problem of 
compatibility between the dyes and the materials to be treated is resolved. Finally, for the same 
reason as hereinbefore, as the dye is protected by an oxide layer, the pigment will be more resistant, 
especially with respect to the chemical action of the solvents during washing operations." 

Applicants respectfully submit that Persello does not suggest the instant process nor is there 
any teaching in Persello that suggests that a particle coated with a pigment according to the instant 
process would provide a dye or pigment coating with sufficient adhesion. 

Applicants therefore respectfully submit, in light of the discussion above, that the combination 
of Zambounis et. al., US 5,840,449, Schaedeli et.al., US 6,280,511 and Persello, et.al., US 5,127,952 
fails to provide the limitations of the instant process. Applicants therefore submit that the 35 USC 
103(a) rejections are addressed and are overcome and kindly ask that they be withdrawn. 

Applicants also wish to respectfully address further differences between the cited art and the 
invention. The question of adhesion of pigment and pigment precursor to carrier particle is important 
in the conception of the instant invention, especially in that the particles provided by the instant 
method are to be used wherever pigments and effect pigments are normally used, for example, 
colouring textiles, coating compositions, printing inks, plastics, glass, ceramic products and cosmetic 
preparations, and also in ink jet printing, offset printing, intaglio printing, bronzing, flexographic 
printing, page 34 lines 14-22 of the instant specification. Such uses, for example, the coloration of 
plastics, require a robust particle which can withstand processing conditions such as grinding, 
blending, high temperature extrusion, etc. 

Certainly, Persello suggests that the presence of additional metal oxide layer or the 
incorporation of the colorant into a metal oxide layer would be needed. Schaedeli deliberately 
incorporates the pigment precursor and resulting pigment within a polymeric microbead. Applicants 
respectfully suggest that neither disclosure would lead one to suspect that a simply coating a particle 
with a pigment precursor by suspending the particle in a solution of the precursor followed by 
conversion to pigment would provide sufficient adhesion of either the pigment, or the pigment 
precursor, to the surface of the particle. 
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Applicants further respectfully suggest that the larger articles produced in Zambounis are 
finished items which are not subsequently subjected to the kinds of processing conditions 
encountered in, for example, the pigmentation of plastics. Applicants therefore respectfully maintain 
that one would not be guided to attempt the instant process to prepare particles that can be used as 
pigments as described in the instant specification with any expectation of success. 

Nonetheless, as stated above, Applicants respectfully submit that the combination of 
Zambounis et. al., US 5,840,449, Schaedeli et.al., US 6,280,511 and Persello, et.al., US 5,127,952 
fails to provide the limitations of the instant process. 

Applicants respectfully submit that the 35 USC 103(a) rejections are addressed and are 
overcome and kindly ask that they be withdrawn and that claims 1, 4 and 5 and new, dependent 
claims 16 and 17 be found allowable. 

Applicants also kindly ask that upon finding the pending claims allowable that claim 12 be 
rejoined as it relates to the novel particles prepared by the novel method, which is a proper 
relationship for claims according to PCT practice, and find it also allowable. 



In the event that minor amendments will further prosecution, Applicants request that the 
examiner contact the undersigned representative. 



Respectfully submitted, 



Ciba Specialty Chemicals Corporation 

Patent Department 

540 White Plains Road 

P.O. Box 2005 

Tarrytown, NY 10591-9005 

Tel. (914) 785-2973 

Fax (914) 785-7102 




Reg. No. 56,880 

filed under 37 CFR 1.34(a) 
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